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TRANSMITTAL 
••-^ FORM 


Annlir^ation Mumhar 


09/640,526 


ruing uate 


August 17, 2000 


First Named Inventor 


Nicolson, et al 




Art Unit 


1714 


tfo be used for all correspondence after initial Winq) 


Examiner Name 


Edward Cain 


^otat Number of Pages in This Submission | 


Attorney Docket Number 


003707.00009 J 



Fee Transmittal Form 

□ Fee Attached 

0 Amendment / Reply 

□ After Final 

Q Affidavits/declaration(s) 
O Extension of Time Request 

O Express Abandonment Request 

Information Disclosure 
Statement 

O Certified Copy of Priority 
Document(s) 

Reply to Missing Parts/ 
Incomplete Application 

Reply to Missing Parts 
under 37 CFR1 .52 or 1 .53 



Petition to Convert to a 
Provisional Application 

Power of Attorney, Revocation 
Change of Correspondence 
Address 

Q Terminal Disclaimer 

□ Request for Refund 

□ CD, Number of CD(s) 



□ Landscape Table on CD 
Remarks 



CD After Allowance Communication to TC 
Appeal Communication to Board 
of Appeals and Interferences 

O Appeal Communication to TC 
(Appeal Notice, Brief, Reply Brief; 

□ Proprietary Information 

□ Status Letter 

Other Enclosure(s) 

(please identify below): 

IDS Form PTO/SB/08A&8 
Copies of Cited References 
Certificate of Express Mail 
Return Receipt Postcard 



The Commissioner is hereby authorized to charge any deficiency in fees 
or credit any overpayment of fees to our deposit account # 19-0733. 



SIGNATURE OF APPLICANT. ATTORNEY. OR AGENT 



Firm 



Banner & Witcoff, LTD. 



Signature 



Printed Name 



Shawn Gorman 



Date 



December 14, 2004 



Reg. No. 



56,197 



r 



CERTIFICATE OF TRANSMISSION/MAILING " 



Signature 



^ Typed or printed name 



Date 



galhering, preparing, and submitting he comoleted I Loltattn fn™ ?n ih. msdto V, , Thls J coliectlon 15 estimated to 12 minutes to complete, including 
amount of Le you require to compiete f tn? to ^ZTflZ^^r^JV^^ J* 8 "** U P°" ,ne MM**" case. Any comments on the 
Trademark Office. U.S. OepaSaCom^Jpo be sent t0 ,he Chief b*rm«llon Officer, U.S. Patent and 

ADDRESS. SEND TO: CoZ^nS £™ n t\ pSl^^jSSS:^^ °° N ° T SEN ° FEES ° R COMPLETED FORMS TO THIS 



If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2. 
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munmwi to » mttontinn nf infnmuitinn imtem a dtentavn a valid OMR control n„mh«7 

Complete if Known \ 


Application Number 


J9/640 T S?fi 


Filing Date 


Mx^nst 17. 2000 


First Named Inventor 


Nicolson, et al 


Examiner Name 


Edward Cain 


Art Unit 


1714 


Attorney Docket No. 


003707,00009 J 



Hffectfve on 12/08/2004. 
r £&ypwsuant to the Consolidated Appropriations Act. 2005 (H R 4818) 

FEE TRANSMITTAL 

For FY 20 05 

Applicant claims small entity status. See 37 CFR 1.27 



None CDother (please identify): 



Deposit Account NamerRannor- fl r Wltrnff 



TOTAL AMOUNT OF PAYMENT I ($) 180.00 

METHOD OF PAYMENT (check all that apply 

□ check □ Credit Card □ Money Order Qh 
LLJ Deposit Account Deposit Account Number 19-0733 

Forthe above-.dentified deposit account, the Director is hereby authorized to: (check all thaTappr^ 

L^j Charge fee(s) indicated below I I ^ 

Hr h™* MM-v . * 1-1 96 (S) indicated ^low, ^cept for the filing fee 

Charge any additional fee(s) or underpayments of fee(s) [Tin 

under 37 CFR 1 . 1 6 and 1 1 7 kXJ Cred,t an y overpayments 

FEE CALCULATION 
|1. BASIC FILING, SEARCH, AND EXAMINATION FEES 



Application Ty pA 

Utility 
Design 
Plant 
Reissue 
Provisional 

I 2. EXCESS CLAIM FEES 
Fee Description 



FILING FEES 

Small Entitv 
Esalfi Fee (SI 


SEARCH FEES 

Small Entity 
Feef$) 


EXAMINATION FEES 
Small Entity 
Fee(S> 




150 


500 


250 


200 


100 


200 


100 


100 


50 


130 


65 


200 


100 


300 


150 


160 


80 


300 


150 


500 


250 


600 


300 


200 


100 


0 


0 


0 


0 



Fees Paid f$ ) 



K US? T f ,"' f< " ™* Claim OVer 20 "I more *"»»"» °"8in«< >M 50 

33£& , Er r 3 or ' for Relssues ' ■■*'— ci>im — » *« «*- p— » 



Small Entity 
F^ ($) Fee (S) 



Total Claims Extra Claims Fee (SI Fee Paid (SI 

- 20 or HP = x = 

HP = highest number of total claims paid for, if greater than 20 
jndep, Claims Extra Claims Fee (S) 

•3 or HP = x 



Multiple De pendent Claim* 
Fee (%) Fee Paid (Si 



360 



25 
100 
180 



Fee Paid 1%) 



HP = highest number of independent claims paid for, if greater than 3 
3. APPLICATION SIZE FEE 

If the specification and drawings exceed 100 sheets of paper, the application size fee Hi,* ;« <mn /« i<>« r i, *- x 

ssr itional 5 i^t::: action rr- see 35 ^ts^ r sma11 ent,ty) 

iStalSheote Extra Sheets Number of each addlttona. 50 nr .^n- Fee \ $ \ FeePaldm 
" ,uu - /50= (round up to a whole number) x = 



1 4. OTHER FEE(S) 

Non-English Specification, $ 1 30 fee (no small entity discount) 
Other^ TT)S 

SUBMITTE D 

Signature 
Name (Print/Type) 



Paid (S) 




mdud.ng gathering, preparing, and submitting the ^completed ^plication f L to the USPTO Tilt J? i» f^J 5 ^"""^ t0 lBk ' 30 minu,es to com ^ e - 
on the amount of time you require to complete this form and/or 7m^^^™l?*\T I 2 * ,pend,n 8 u P° n 1,18 dividual case. Any comments 
and Trademark Office. U.S. Department of Cmm^^t^S^Z^n^S^^r- S ~ U,d be Sent to Chief lnf °™»«°n Officer, U.S. Patent 
ADDRESS. SEND TO: Com^ss.oner'for Paten^P.a BoxlS ^ PEES OR COMPLETED FORMS TO TH.S 

If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2. 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
(Attorney Docket No. 003707.00009) 



PATENT 



In re U.S. Patent Application of : 
Nicolson, et al. 



Examiner: Edward Cain 
Art Unit: 1714 
Confirmation No, 6172 



Application No. 09/640,526 
Filed: August 1 7, 2000 

For: Extended Wear Ophthalmic Lens 

INFORMAT ION DISCLOSURE STATF.MFNT 

Mail Stop Amendment 
Commissioner for Patents 
PO Box 1450 

Alexandria, VA 22313-1450 

Pursuant to 37 C.F.R. Section 1.97-1.98, Applicants wish to make the following 
references listed on the enclosed Form PTO/SB/08A&B of record in the above-identified 
application. This Information Disclosure Statement is in compliance with the continuing 
duty of candor as set forth in 37 C.F.R. Section 1.56. 

As this Information Disclosure Statement is being submitted after the issuance of an 
office action on the merits, the Commissioner is hereby authorized to charge any fee due or 
credit any overpayment of fee to Deposit Account No. 1 9-0733 . 

Respectfully submitted, 

12/20/2004 fllfONDAFl 00000133 130733 09640526 

01 FC:ia06 180.00 DA BANNER & WITCOFF, LTD. 



Dated: December 14, 2004 



Banner & Witcoff 
10 South Wacker Dr. 
Suite 3000 
Chicago, IL 60606 
(312) 463-5000 - phone 
(312)463-5001 - fax 



Shawn Gorman 
Reg. No. 56,197 



Under the F 



< Reduction Art of 1995. nn r 



Substitute for form 1449A/PTO 

INFORMATION DISCLOSURE 
STATEMENT BY APPLICANT 

(use as many sheets as nece ssary) 
Sheet "H I of I 2 
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Application Number 


09/640,526 


Filing Date 


August 17, 2000 


First Named Inventor 


Nicolson. et al 


Art Unit 


1714 


Examiner Name 


Edward Cain 


Attorney Docket Number 


003707.00009 " " j 




Date 

WIPO StandwTsT ifi if P "?* d8 "* S8rial number <" »*» Patent document 5 Wnd nf dL^n.T 1 )- For . Ja P an9se Patent documents, the indication of the 

ZSltEZSS^ J 5 "**""* >• kerned by 35 uS.i '*a Tand ^FR " 'iVS,', 0 r^" " re,ain 8 beram "* »» P" bli = » * «• (and by the USPTO to 

If you need assistance in completing the form, can 1.800*70-9199 and select option 2. 



; N\ PTO/SB/08b(05-03) 

liP Approved for use through 04/30/2003. OMB 0651-0031 

*V Under the Papers R edijctlon Ad of 1995 no persons are reouir^to U J' DEPARTMENT OF COMMERCE 
ifitute for form 1449A/PTO 



INFORMATION DISCLOSURE 
STATEMENT BY APPLICANT 



(use as many sheets as necessary) 



Application Number 


09/640,526 


Filing Date 


August 17, 2000 


First Named Inventor 


Nicolson, et at 


Group Art Unit 
Examiner Name 


1714 


Attorney Docket Number 


Edward Cain 

003707.00009 J 



Examiner 
Initials 



Cite 
No. 1 



OTHER PRIO R ART - NON PATENT LITERATURE DOCUMENTS 

iE^TV* the a " ,h ° r (i " CAPITAL ^ «e of the article (when appropriate) title of 
the .tern (book, magazme, journal serial, symposium, catalog, etc.). date, page(s). volume-issue 
numbers), p ublisher, citv and/or country where published. 

Ml^oT^mpT^p 0 ", 3 "? T ^ $Un9 SiliCOne Ccn,ainin 9 W 0 ** LensM as Described in US Patent No 
52160000. submitted to EP patent office regarding EP Patent No. 0819258. April 1. 2004. 

BREUER & MULLER. Grounds of Appeal, in EP Patent application 96 908 1 16.5-2217. dated April 1, 2004. 



2004 ER ' A ° RIAN J0HN ' Submissions of Opponent II in response to the Proprietors' Appeal, dated August 24. 



lSSs.^ 



B^?nXTAS m 24 J 2 B 0^4 amin - Profess ° r ° f «"< Physiological Op«c University of Alabama a. 



Package Insert. Focus Night & Day Soft Contact Lenses for Extended Wear, print date: September 2001. 



^M'^bTS^Si'S^S °I A ^ aHa - V "*°* a DiStrict Novartis AG v " B a<*ch & Lomb 

(Australia) Pty, Ltd [2004] FCA 835, dated August 24, 2004. 



Pa™^ 



fT^nt!^n P ^ ,iC ? ti0n No- 90810308.8; Answer to EPO concerning Office Action, dated March 30 1994 
(Translation of relevant section included) * 



Examiner 
Signature 



Date 

Considered 



ffyow need ass/sfance in completing the form, call 1-800-PTO-9199 and select option 2. 



